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Disposition of Claims 

4) KI Claim(s) 1-4.6-8.10-17 and 19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 
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7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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DETAILED ACTION 

1 . This is responsive to the Appeal Brief filed on 1 9 June 2007. 

2. Claims 1 - 4, 6 - 8, 10 - 17, and 19 are pending and are considered below. 

Response to Amendment 

3. The Appeal Brief, in supporting the limitations in the claims, refers to pages 1 1 
and 12 of the specification. However, the specification is only 10 pages long. 

4. Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1 - 4, 6 - 7, and 15-17 have been 
considered but are moot in view of the new ground(s) of rejection. See below. 

6. Applicant's arguments with respect to claims 8, 10-13, and 19 have been 
considered but they are not persuasive. 

Applicant argues that the scope of claim 8 is similar to that of claim 2 and applies 
the arguments of claim 2 to claim 8 (Appeal Brief, page 9). However, claim 8 does not 
disclose the limitation of downloading software only if the client computer does not 
receive information derived from a GPS signal as does claim 2. 

Furthermore, Applicant argues that none of the cited art ever mentions 
downloading software at all and that Wall's "prohibit or limit the access/usage of the 
controlled" software system does not teach or suggest downloading a second software. 
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The Examiner respectfully disagrees. Wall's method teaches limiting access to 
"information downloaded from the web" (i.e. software) by, for example, downloading 
software with degraded signal quality if a user's location is not deemed valid (Wall, 
[0118]). The downloaded degraded software reads on Applicant's second download. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 1 -4, 6-7, and 15-17 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The specification discloses downloading software depending on the location of a 
computer. The software is downloaded if the location is determined to be secure. The 
location is determined either by using GPS or from a local enterprise generated signal. 
In another embodiment, the specification also discloses downloading software when the 
computer does not detect a GPS signal ([0027]). 

Claims 1 and 15 disclose determining the location of a computer (using, for 
example, a local transmitter, but not GPS) and downloading the software only if the 
location is secure and the computer does not receive, or get information derived from, a 
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GPS. Nowhere in the specification is it recited that these two requirements 
(downloading only if the location is determined to be secure and only if the computer 
does not receive GPS) should or could occur together. As a matter of fact, the 
specification in [0027] states that when the computer does not receive a GPS signal, it 
is assumed that the computer is in a secure location and thus software is downloaded. It 
would not be obvious from the specification to one with ordinary skill in the art to further 
verify the location of the computer by checking if .it,. in fact, is able to receive a GPS 
signal when the location has already been determined by other means. 

Furthermore, from the specification, which states "lack of a GPS ... signal being 
detected by a client computer ... enables the loading of an application. Thus, an 
application may be constructed such that if the GPS receiver 122 does not detect a 
GPS signal, then it is presumed that the client computer 410 is in a secure location, and 
the application may be downloaded" ([0027]), it is not clear how the lack of GPS can be 
a necessary (only if) condition for downloading as in claims 1 and 15, as opposed to a 
sufficient (enables) one as the specification discloses. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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10. Claims 8, 10 - 12, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kyotoku (USPGPub 2003/0110011) in view of Wall (USPGPub 
2002/0017977). 

As to claim 8, 19: 

Kyotoku discloses a system comprising: 

means for storing a first list of authorized location ranges where a client computer 
is authorized to receive a download of a software from a server (paragraphs 50, 90); 

means for determining a physical location of the client computer (paragraphs 55, 

92); 

means for comparing the physical location of the client computer with the first list 
of authorized location ranges (paragraphs 57, 93); 

means for downloading ("remote access") the first software only if the physical 
location of the client computer is within the range of one of the authorized location 
ranges from the first list of authorized location ranges (paragraph 94, figures 4 and 7); 

but he fails to specifically disclose the method further comprising: upon 
determining that the physical location of the client computer is not within the first list of 
authorized location ranges, requesting a download of a second software. 

However, Wall discloses a similar method where location is used to control 
access, use, and viability of software and hardware (Abstract) including downloading a 
limited use access/usage version of a software ([0103]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to request a second or any number of other downloads in 
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Kyotoku's method, as is done in Wall's method by downloading different versions of 
software. One would have been motivated to do so because that would enhance 
Kyotoku's method by extending "the control of the provider to the end user ... " (Wall, 
[0029]). 

As to claim 10: 

Kyotoku and Wall disclose the system of claim 8, Kyotoku further discloses: upon 
determining that the client computer is not located within an authorized area for the 
requested software download, generating an alert ("message") issued to a software 
administrator server (paragraph 84). 

As to claim 1 1 : 

Kyotoku and Wall disclose the system of claim 8, Kyotoku further discloses 
wherein the lists of authorized location ranges are stored in the server (paragraph 93). 
As to claim 12: 

Kyotoku and Wall disclose the system of claim 8, Kyotoku further discloses 
wherein the physical location of the computer is determined from a Global Positioning 
System (GPS) signal (paragraphs 55, 92). 

11. Claims 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kyotoku (USPGPub 2003/01 1001 1) in view of Wall (USPGPub 2002/0017977) and in 
further view Baese et al. (USPGPub 2002/0082025). ' 
As to claims 13 - 14: 



Application/Control Number: 10/674,841 Page 7 

Art Unit: 2626 

Kyotoku and Wall disclose the method of claim 8, but Kyotoku does not disclose 
the method wherein the physical location of the computer is determined from a local 
enterprise generated signal. 

Baese discloses using local enterprise generated signals (beacons) to determine 
location ([001 1]). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to use Baese's other alternative path such as local enterprise 
generated signal to determine physical location. One would have been motivated to use 
the local enterprise generated signal to determine location in case it is difficult to use 
GPS for example where GPS broadcast wave cannot reach a GPS receiver. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 



Application/Control Number: 10/674,841 



Page 8 



Art Unit: 2626 

the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 3. Any inquiry concerning this communication or earlier communications from the 



1058. The examiner can normally be reached on Monday - Friday 8:30AM - 5:30PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David R Hudspeth can be reached on 571-272-7843. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



examiner should be directed to Samuel G. Neway whose telephone number is 571-270- 



273-8300. 
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